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DETAILED ACTION 

1 . This communication is in response to Application No. 1 0/521 ,945 filed on 21 
January 2005. The preliminary amendment, which provides change to claim 4 and 
adds claims 7, is hereby acknowledged. Claims 1-7 have been examined. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on 10 July 2006 was filed 
after the filing date of the national stage application on 21 January 2005. The 
submission is in compliance with the provisions of 37 CFR 1.97. Accordingly, the 
examiner is considering the information disclosure statement. 

Specification 

3. The disclosure is objected to because of the following informalities: incorrect 
grammar or spelling. 

Page 1, lines 10-11 of the applicant submitted specification (Pre-Grant Pub: [0002]) 
contains a sentence that is grammatically incorrect and makes no sense. 
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Page 1, line 21 of the applicant submitted specification (Pre-Grant Pub: [0003]) contains 
the phrase "is inconvenience to a user", which is grammatically incorrect. This should 
be changed to "is an inconvenience to a user" or "is inconvenient to a user." 
Page 4, line 14 of the applicant submitted specification (Pre-Grant Pub: [0009]) contains 
the phrase "jumping to other Web Page", which is grammatically incorrect. This should 
be changed to "jumping to another Web Page." 

Page 4, line 26 of the applicant submitted specification (Pre-Grant Pub: [0010]) contains 
the phrase "jumping to other Web Page", which is grammatically incorrect. This should 
be changed to "jumping to another Web Page." 

Page 8, line 19 of the applicant submitted specification (Pre-Grant Pub: [0032]) contains 
the phrase "loaded into a RAM 1b as necessity", which is grammatically incorrect. This 
should be changed to "loaded into a RAM 1b as a necessity" or "loaded into a RAM 1b 
as necessary." 

Page 15, line 6 of the applicant submitted specification (Pre-Grant Pub: [0055]) contains 
the word "descried", which is spelled incorrectly. The word should be spelled 
"described." 

Page 17, line 14 of the applicant submitted specification (Pre-Grant Pub: [0063]) 
contains the phrase "the user thinks a spam", which is grammatically incorrect. The 
phrase should be "the user thinks is spam." 

Appropriate correction is required for all instances in error. 
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Claim Rejections - 35 USC §112 

4. Claim 2 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Regarding claim 2, there are multiple instances of "user" and "electronic mail" that fail to 
distinguish themselves from one another. There are instances of "received" electronic 
mail that fail to identify who is receiving and when and ambiguity between the multiple 
instances of received mail between the server and terminal devices. 

The second limitation stanza of the claim reads, "to the user who received the electronic 
mail", yet no prior designation of receiving electronic mail has been made and therefore 
there are no grounds for past tense. The applicant could be suggesting the final 
recipient of the message is passing the message back to the email server in order to 
mark it as unsolicited and have information extracted, thus making the mail unsolicited 
in the view of the user who originally "received the electronic mail." The applicant could 
also have incorrectly written the limitation and be suggesting that the electronic mail is 
unsolicited mail in the eyes of the user who will eventually receive the electronic mail. 
For purposes of further examination the examiner will assume the phrase "to the user 
who received the electronic mail" to be "to the user who originally received the 
electronic mail" and that the user is passing the received email back to the email server. 
(Gleaned from Figure 4). The confusion here comes from the fact that the sender of the 



Application/Control Number: 10/521,945 Page 5 

Art Unit: 2109 

unsolicited electronic mail uses a terminal device, as does the receiver, and the 
applicant fails to distinguish between the two, as a user could be either a sender or 
destination user. 

The fifth limitation stanza of the claim reads, "as unsolicited site information in 
connection with the user", yet no designation as to which user has been made. This 
could be the sender or the receiver. Since the examiner is assuming the second 
limitation is referring to a destination user, this will be treated as the destination user as 
well. 

The seventh and eighth limitation stanzas of the claim use the phrase "the received 
electronic mail", which has multiple antecedent basis references. The applicant fails to 
identify if this is the received electronic mail from the first reception portion or the 
second reception portion. For purposes of further examination the examiner will 
assume the first reception portion receives "unsolicited bulk electronic mail" back from 
the user and the second reception portion receives "electronic mail" from the sender. 

The seventh limitation stanza of the claim uses the phrase "unsolicited site information 
of the user of the destination address of the received electronic mail." This leads the 
examiner to believe that the user throughout the entire claim is the destination user. 
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The eighth limitation stanza of the claim uses the phrase "a user of the destination 
address", which has proper antecedent basis but is not using it. 

The examiner suggests that the "user" used throughout claim 2 be changed to the 
"destination user". The examiner further suggests that the phrase "the electronic mail 
being unsolicited electronic mail to the user who received the electronic mail" be 
eliminated from the second limitation in an effort to distinguish between received 
"electronic mail" from the terminal device of a sender and received "unsolicited bulk 
electronic mail" from the terminal device of a destination user. These changes would 
make the claim abundantly clearer and easier to understand. 



Claim Objections 

5. Claim 3 is objected to because of the following informalities: incorrect spelling or 
grammar. Line 5 of claim 3 contains the phrase "jump to other Web page", which is 
grammatically incorrect. The examiner recommends changing "other Web page" to "a 
second Web page" and adjusting further statements of "the other Web page" to correctly 
reflect the change in antecedent basis. Appropriate correction is required. 

6. Claim 4 is objected to because of the following informalities: incorrect spelling or 
grammar. Line 6 of claim 4 contains the phrase "jumping to other Web page", which is 
grammatically incorrect. The examiner recommends changing "other Web page" to "a 
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second Web page" and adjusting further statements of "the other Web page" to correctly 
reflect the change in antecedent basis. Appropriate correction is required. 



7. Claim 7 is objected to because of the following informalities: incorrect spelling or 
grammar. Line 5 of claim 7 contains the phrase "jumping to other Web page", which is 
grammatically incorrect. The examiner recommends changing "other Web page" to "a 
second Web page" and adjusting further statements of "the other Web page" to correctly 
reflect the change in antecedent basis. Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



9. Claims 1-7 are rejected under 35 U.S.C. 102(e) as being anticipated by Riemers 
(US 6,615,242 B1). 
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Regarding claim 1 , Riemers teaches an electronic mail server (Riemers: Mail Transfer 
Agent) for relaying (Riemers: forwarding) electronic mail (Riemers: col 1, lines 11-14), 
comprising: 

an unsolicited URL storage portion (Riemers: Figure 1, item 109; memory) for 
storing a part or a whole of a URL of a Web site (Riemers: col 4, lines 1-1 3) that delivers 
undesired information (Riemers: col 4, lines 28-32 specify it's for filtering spam) for a 
receiver of electronic mail (Riemers: col 5, lines 19-22 specify it's for a recipient); 

a reception portion for receiving electronic mail sent from a terminal device of a 
sender; (Riemers: col 2, lines 23-26 specify the mail transfer agent receiving a 
message; Riemers: col 2, lines 1-2 specify email) 

a decision portion (Riemers: analyzing) for deciding whether or not the received 
electronic mail contains a part or a whole of the URL stored in the unsolicited URL 
storage portion; (Riemers: col 4, lines 9-12 specify looking up stored URL information 
gathered from previous messages based off the URL) 

a transmission portion (Riemers: Figure 1, item 107) for sending the received 
electronic mail to a terminal device (user) of a destination address of the received 
electronic mail (Riemers: Figure 1, items 104-106 specify the intended recipient users) 
only when it is decided that the received electronic mail does not contain a part or a 
whole of the URL. (Riemers: col 1 , lines 32-42 specify that in the prior art the emails are 
blocked based off the mere presence of spam strings, such as URLs; Riemer: col 5, 
lines 19-30 specify going a step further and scoring URLs based on fetched information 
and deleting/forwarding based on the fetched information; Riemer: col 3, lines 45-52 
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specifies that more than just the URL score is stored implying that the decision process 
includes looking up the URL and deciding if the email contains the URL or not) 

Regarding claim 2, Riemers teaches an electronic mail server for relaying electronic 
mail, comprising: 

a URL rule storage portion (Riemers: Figure 1, item 109; memory) for storing 
URL rule information (Riemers: Figure 1, item 112; URLs/scores) that indicates a 
relationship between a domain name of a domain when determining a URL and a site 
name of a Web site that is provided to each domain; (Riemers: col 3, lines 25-33 specify 
that the information obtained from the URL include the domain and the files hosted, 
which together form a website, and imply that information can be gathered either 
according to the site or the domain) 

a first reception portion (port) for receiving unsolicited bulk electronic mail from a 
terminal device of a user, the electronic mail being unsolicited electronic mail to the user 
who received the electronic mail; (Riemers: Figure 1, item 104 into item 107; Riemers: 
col 1, lines 15-25 specify the recipient identifying the spam and passing it on) 

a domain extraction portion for extracting a domain name indicated in a URL 
contained in the received unsolicited bulk electronic mail; (Riemers: col 3, line 25-32 
specify identifying the domain) 

a Web site specifying portion for specifying a Web site that delivers a Web page 
indicated in the URL contained in the received unsolicited bulk electronic mail by 
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referring to the URL rule information based on the extracted domain name; (Riemers: 
col 3, lines 25-33 specify identifying the web site in accordance with the domain) 

an unsolicited site storage portion for storing the extracted domain name and a 
site name of the specified Web site as unsolicited site information in connection with the 
user; (Riemers: col 3, lines 45-52 specify storing the URL information in a database; col 
3, lines 25-32 specify wherein the URL information could be domain and site 
information) 

a second reception portion for receiving electronic mail sent from a terminal 
device of a sender; (Riemers: col 2, lines 1-2; Riemers: col 2, lines 23-26) 

an unsolicited bulk electronic mail decision portion for deciding whether or not the 
received electronic mail is unsolicited bulk electronic mail by deciding whether the URL 
contained in the received electronic mail contains a domain name and a site name 
indicated in the unsolicited site information of the user of the destination address of the 
received electronic mail; (Riemers: col 4, lines 9-12 specify looking up stored URL 
information gathered from previous messages based off the URL; col 3, lines 40-55 
specify looking up URL information from the database once it has been cached; col 3, 
lines 25-33 imply the domain and site information is part of the information stored) 

a transmission portion for sending the received electronic mail to a terminal 
device of a user of the destination address only when it is decided that the received 
electronic mail is not unsolicited bulk electronic mail. (Riemers: col 5, lines 19-30 specify 
the email could be deleted if the URL score predicts the mail is spam, otherwise it is 
forwarded) 
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Regarding claim 3, Riemers teaches an electronic email server further comprising: 

a first Web page obtaining portion for obtaining a Web page indicated in a URL 
contained in the unsolicited bulk electronic mail received by the first reception portion; 
(Riemers: col 3, lines 34-45 specify that the URL site information can be fetched) 
wherein: 

if the Web page obtained by the first Web page obtaining portion contains a code 
for jumping to another Web page automatically, (Riemers: col 5, lines 6-12 specify 
identifying a second URL in the first site and performing content analysis of the second 
UR and then repeating as necessary.) 

the domain extraction portion extracts a domain in which the other Web page is 
provided, (Riemers: col 3, lines 25-32 specify identifying the domain; Riemers: col 5, 
lines 6-12 specify the same analysis is performed for each embedded URL) 

the Web site specifying portion specifies a Web site that delivers the other Web 
page, and (Riemers: col 3, lines 32-33 specify identifying the web site; Riemers: col 5, 
lines 6-12 specify the same analysis is performed for each embedded URL) 

the unsolicited site storage portion stores a domain name of a domain in which a 
Web site is provided for delivering the other Web page and a site name of the Web site 
as the unsolicited site information. (Riemers: col 3, lines 45-52 specify storing the URL 
information in a database; Riemers: col 5, lines 6-12 specify the same analysis is 
performed for each embedded URL) 
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Regarding claim 4, this server claim comprises limitations substantially similar to those 
of claims 2 and 3 and the same rationale of rejection is used, where applicable. 

Regarding claim 5, this method claim comprises limitations substantially similar to that 
of claim 1 and the same rationale of rejection is used, where applicable. 

Regarding claim 6, this program claim comprises limitations substantially similar to that 
of claim 1 and the same rationale of rejection is used, where applicable. 

Regarding claim 7, this server claim comprises limitations substantially similar to those 
of claim 2 and 3 and the same rationale of rejection is used, where applicable. 



Conclusion 

1 0. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a. Kumar (US 2002/01 33633 A1 ) discloses a system for managing extracted 
links and URLs that are embedded in electronic mail. 

b. Meyer et al (US 7,1 78,099 B2) discloses a method for performing content 
extraction from emails, including URLs. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey Nickerson whose telephone number is 571-270- 
3631 . The examiner can normally be reached on M-Th, 8:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beatriz Prieto can be reached on 571-272-3902. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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